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This is a decision on appeal under 35 U.S.C. § 134 from
the examner’s final rejection of clains 2-6 and 8-13, which

are all of the clainms pending in this application.
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BACKGROUND

The appellant's invention relates to a seal ed contai ner
for either a high voltage conductor or an electric power
device. An understandi ng of the invention can be derived from
a reading of exenplary claim2, which is reproduced as
fol |l ows:

2. A sealed container containing therein a high-voltage
conductor or an electric power device, and having a flange
connection part in which an insulating spacer is inserted
bet ween tow fl anges, conpri sing:

i nward and outward grooves provided in at |east one of
the insul ating spacer and the flanges, said grooves being
respectively provided in annular forminwardly and outwardly

of flange-fastening-nmeans inserting hol es;

fl ange-fastening neans inserted in the flange-fastening-
means inserting hol es;

a liquid packing injected into said flange-fastening-
means inserting holes; and

seal i ng neans di sposed in said respective grooves.
The prior art references of record relied upon by the

exam ner in rejecting the appeal ed cl ai ns are:

Sweeny et al. (Sweeny) 3,291, 890 Jul . 30,
1965
Bawa et al. (Bawa) 4,549, 037 Cct. 22,
1985
Hanma et al. (Hamm) 4,786, 761 Nov. 22,

1988
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Yamaoka et al. (Yamaoka) 56- 44313 Apr
23, 1981
(Japanese Patent)

Clains 2-4, 6, and 8-16 stand rejected under 35 U S.C. 8§
103 as bei ng unpat entable over JP 313 in view of Sweeny and
Bawa.

Claim5 stands rejected under 35 U.S.C. § 103 as being
unpat ent abl e over JP' 313 in view of Sweeny, Bawa, and further
in view of Hama.

Rat her than reiterate the conflicting viewoints advanced
by the exam ner and the appellant regardi ng the above-noted
rejections, we nmake reference to the exam ner’s answer (Paper
No. 22, muil ed Septenber 22, 1997) for the exam ner’s conplete
reasoning in support of the rejections, and to the appellant’s
brief (Paper No. 21, filed July 30, 1997) and reply brief
(Paper No. 23, filed Novenber 28, 1997) for the appellants’
argunents thereagainst. Only those argunents actually nmade by
t he appel | ants have been considered in this decision.

Argunents which the appellants could have made but chose not
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to make in the briefs have not been considered. See 37 CFR
1.192(a).
OPI NI ON

In reaching our decision in this appeal, we have
carefully considered the subject matter on appeal, the
rej ections advanced by the exam ner, and the evidence of
obvi ousness relied upon by the exam ner as support for the
rejections. W have, |ikew se, reviewed and taken into
consi deration, in reaching our decision, the appellants’
argunents set forth in the briefs along with the exam ner’s
rationale in support of the rejections and argunents in
rebuttal set forth in the exam ner’s answer.

It is our view, after consideration of the record before
us, that the evidence relied upon and the level of skill in
the particular art would not have suggested to one of ordinary
skill in the art the invention as set forth in clains 2-6 and
8-13 Accordingly, we reverse.

In rejecting clains under 35 U.S.C. 8§ 103, it is
i ncunbent upon the exam ner to establish a factual basis to

support the | egal conclusion of obviousness. See In re Fine,

837 F.2d 1071, 1073, 5 USPQ@2d 1596, 1598 (Fed. Cr. 1988). 1In
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so doing, the exam ner is expected to nmake the factual

deternm nations set forth in Gahamv. John Deere Co., 383 U. S.

1, 17, 148 USPQ 459, 467

(1966), and to provide a reason why one having ordinary skill
in the pertinent art would have been led to nodify the prior
art or to conbine prior art references to arrive at the
claimed invention. Such reason nust stem from sone teaching,
suggestion or inplication in the prior art as a whole or

know edge generally available to one having ordinary skill in

the art. Uniroval, Inc. v. Rudkin-Wley Corp., 837 F.2d 1044,

1051, 5 USPRd 1434, 1438 (Fed. Cr.), cert. denied, 488 U.S.

825 (1988); Ashland O 1, Inc. v. Delta Resins & Refractories

lnc., 776 F.2d 281, 293, 227 USPQ 657, 664 (Fed. Cr. 1985),

cert. denied, 475 U.S. 1017 (1986); ACS Hosp. Sys., Inc. v.

Mont efiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929, 933 (Fed.
Cir. 1984). These showi ngs by the exam ner are an essenti al

part of conplying with the burden of presenting a prim facie

case of obvi ousness. Note In re Cetiker, 977 F.2d 1443, 1445,

24 USPQ2d 1443, 1444 (Fed. Cir. 1992). If that burden is net,
the burden then shifts to the applicant to overcone the prinma

facie case with argunent and/or evidence. QObviousness is then
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determ ned on the basis of the evidence as a whole. See id.;

In re Hedges, 783 F.2d 1038, 1039, 228 USPQ 685, 686 (Fed.

Cr. 1986); Ln re Piasecki, 745 F.2d 1468, 1472, 223 USPQ 785,

788 (Fed. Cir. 1984); and In re R nehart, 531 F.2d 1048, 1052,

189 USPQ 143, 147 (CCPA 1976).

We consider first the rejection of clains 2-4, 6, and 8-
13 based on the teachings of JP 313! in view of Sweeny and
Bawa.

The appellants state (brief, page 7) that claim2 recites
“a liquid packing injected into said flange-fastening-neans
inserting holes” and assert (id.) that neither JP 313 nor
Sweeny shows a liquid packing. According to the appellants
(id.), Bawa teaches the use of a curable fluid material 15.
However, in Bawa, there is no liquid packing between the gland
nut 28 and the connector body 24. Appellants maintain (id.)
that there is therefore no suggestion to relocate the curable
fluid material to a |l ocation corresponding to the flange-

fasteni ng-nmeans inserting holes. The exam ner’s position

1'I'n deternining the teachings of JP 313, we will rely on the
transl ation provided by the USPTO. A copy of the translation is attached for
t he appel |l ants conveni ence.
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(answer, page 5) is that Bawa's teaches, in an anal ogous art,
inserting a liquid packing 15 into a gap between two
conponents. The exam ner concludes (id.), that the

nodi ficati on woul d have been obvious for environnental

i nsul ation of the conponents.

We find that in Bawa (Figure 1, and col. 3, lines 2-4 and
51-53), the curable fluid 15 is placed between the outer
surface of nmetal sheath 14 and the central passage 37 of
groundi ng sl eeve 22. Fromthe disclosure of Bawa, we agree
with the appellants that Bawa does not disclose the use of
curable fluid between the connector body 24 and the gl and nut
28 and woul d not have suggested providing JP 313 with |iquid
packing injected into the fl ange-fasteni ng-nmeans inserting
hol es.

However, we find that JP 313 teaches the use of a liquid
packing injected into the fl ange-fasteni ng-nmeans insertion
opening. JP 313 (translation, 8'" page) discloses that

After the flange connection section is assenbl ed

and its air-tight sealing is exam ned, a |iquid gasket
is filled through the hole 9 or bolt hole 10 by

removi ng one bolt. By this, the liquid gasket noves
forward in
the groove 8 filling in all the bolt holes and

penetrating into the spaces between the bolts and the bolt
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hol es. Therefore, as shown in Fig. 3, aring of liquid
gasket is formed outside the Oring, preventing water
fromentering the flange, which in turn prevents the

corrosi on of
the flange. The air-tight sealing is exam ned prior to
filling the Iiquid gasket, so this exam nation becones
nore reliable.

The renoved bolt can be inserted and tightened
after filling the liquid gasket. |If the hole 9 is
used, the hole is plugged. If the Iiquid gasket
material is a rubber vul canized at a nornma

t enperature, it will be cured in a few days after having
been filled, so the plugging will not be necessary. G oove
8 may be made in both flanges 4 and 8, and the sane
effect will

be produced by it.

Fig. 4 shows a variant formof the present
i nvention. When insul ating spacer 12 is installed between
t he fl anges, the width of the groove 8 is nade
| ar ger than
the diameter of the buried netal elenent 13 to prevent
the corrosion of buried netal elenment 13 by making the
front face of the buried netal elenent tightly contact
with the liquid gasket 6. In the enbodi mrent exanpl e of
Fig. 4, the corrosion of the buried netal elenent is
prevented as well as that of the flange.

Not wi t hst andi ng the appellants statenent to the contrary
(brief, page 7), that JP 313 does not disclose a liquid
packi ng, we note that appellants’ specification (page 1), in a

description of JP 313 sets forth
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Further, to cope with corrosion of flange faces due
to penetration of rainwater or the like, a liquid packing
is injected under pressure through an injection opening
whi ch communi cates with the inside of the flanges,
t her eby form ng an annul ar gasket between the flanges to
retain wat er ti ght ness.
Fromall of the above, we therefore find that JP 313 discl oses
a liquid packing injected into said flange-fastening-neans
i nserting hol es.

The appel lants further assert (brief, page 7) that Sweeny
di scl oses a seal disposed outwardly fromits bolts, but shows
no outward groove.

The exam ner’s position (answer, page 12) is that JP 313
“has enough grooves to neet the requirenents of the clains,
they are just not positioned as recited in the clainms. The
Sweeny et al. reference is used to teach the positioning of
one of the grooves and its associ ated seal i ng neans outwardly
of the flange-fasteni ng-nmeans inserting holes.”

W find that JP 313 (translation, page 3) discloses that
“for this type of existing equipnent, there is a danger such
that the corrosion of the netallic studs and bolts caused by

the perneation of rai nwater advances to the o-ring area,

di sabling the retention of the airtightness,” and that
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(translation, page 7) there are single or double ring-shaped
grooves. Fromthese teachings of JP 313, that the o-ring area
is used to prevent perneation of rainwater fromthe area from
the bolts, we see no reason why one of ordinary skill in the
art woul d have been notivated to have renoved one of the o-
ring areas and repositioned it in an area outward of the

fl ange-f ast eni ng- neans as advanced by the exam ner, as such
nodi fi cati on woul d have provi ded | ess protection agai nst
advancing rainwater. W do find, however, that Sweeny
suggests (Figure 1; col. 1, line 43, and col. 2, |ines 32-34)
provi ding the outwardly extendi ng flanges 3 of holl ow netal
frame 2 with sealing neans 22, 23 on both the inside and
outside of the bolts 21. It is not altogether clear in Sweeny
as to whether the inner edges of each flange is
circunferentially grooved or bevel ed. Assum ng arguendo that
the inside edge of each flange is beveled, formng a
circunferential v-shaped notch between the flanges 3, in our
view, a skilled artisan woul d have been notivated to have
formed the area that receives the brazen seal as a grooved
rather than beveled area. The rational e behind the

nmodi fication is that a annul ar grooved recess between the
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i nner edges of the flanges 3 would have provi ded better
seating for the brazen sealing material that would a
circunferential v-shaped notch between the flanges. W find
t hat Sweeny suggests connecting the flanges with sealing neans
both inward and outward of the bolts. W further find that
providing the bolts with both inner and outer annul ar seals
bet ween the fl anges woul d have provided a better seal than
sinmply providing an annul ar seal inward of the bolts.

The appellants additionally assert (brief, page 8) that
the brazed seal 23 of Sweeny is not identical to or an
equi valent to the disclosed o-ring 5, and under 35 U S.C. §
112, sixth paragraph, the “brazed seal 23 is not within the
scope of the sealing neans recited in claim2.” W find that
claim2 recites “sealing neans.” W note that the appellants’
specification to an o-ring seal or even a flexible seal as
advanced by the appellants. W find that the specification
(page 2) states “such as an O-ring. In addition, appellants’
brief (page 8) states that the o-ring is a “preferred
exanple.” W therefore find that the | anguage of the
specification would include as equival ents other types of

metal -to-netal seals, such as the brazing of Sweeny.
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I n applying the teachings of Sweeny to JP 313, we note
that claim2 recites that an insulating spacer is inserted
between the flanges. The appellant asserts (reply brief, page
2) that in JP 313 the nmetal flanges are fastened “via an
intervening insulating spacer. The brazed seal of Sweeny,
however, cannot be used between a netal flange and an
i nsul ati ng spacer. The brazed seal is a netal seal (typically
sol der), which does not suitably seal a gap between a netal
fl ange and an insulating material. Thus, the person of
ordinary skill in the art would not conbine the Sweeny brazed
seal with the flange-and-insul ating spacer taught by JP 313.”
W agree. W note that the term*“brazing” is defined? as “a
group of wel ding processes for joining netals which have | ower
melting points than the metals joined.” Typical chem cal
fluxes used in brazing have useful tenperatures 700°F -
1600°F. In conparison, the |IEEE® insul ating-materi al

classification for insulators is generally from 90°C over

2 McGraw-Hi I | Encycl opedi a of Science and Technol ogy 1971, vol. 2, pps
353-355, a copy of which is attached to this decision.

3 |EEE Dictionary of Electrical and El ectronics Ternms, Sixth Edition,
1996 page 531, a copy of which is attached to this decision.
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220°C, which is nmuch | ower than the brazing tenperature of
nmetals. Fromall of the above, we see no reason, nor has any
per suasi ve reason been provided by the exam ner, as to why a
skilled artisan would have been led to braze the insulating
mat eri al of JP 313, which woul d have been necessary in order
to have provided JP 313 with an outer groove and seal. W

t herefore conclude that the examner has failed to establish a

prima faci e case of obviousness of the invention of claim?2.

Accordingly, the rejection of claim2 under 35 U.S.C. §8 103 as
unpat ent abl e over JP 313 in view of Sweeny and Bawa is
reversed
As clainms 3 and 4 depend fromclaim2, the rejection of
clains 3 and 4 under 35 U . S.C. §8 103 is reversed. Wth
respect to independent clains 8 and 13, both of these clains
i nclude the insul ated spacer between the flanges.
Accordingly, the rejection of clainms 8 and 13 under 35 U S. C
8 103 is reversed. As clainms 9-11 depend fromclaim8, the
rejection of clains 8-10 under 35 U.S.C. 8 103 is reversed.
Wth respect to clains 6 and 12, we note that independent

claims 6 and 12 do not recite the insulating spacer between
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the flanges. W find that Figures 1 and 2 of JP 313* di scl ose
a mnute gap between the flanges which is filled by a liquid
gasket. For the reasons discussed with respect to claim2, we
find that JP 313 and Sweeny woul d not have suggested providing
the flanges of JP 313 with an annul ar groove and seal
outwardly of the flange-fastening-neans on order to provide a
better seal between the flanges. As the area of JP 313
outward of the flange-fastening-neans already having a liquid
seal ant, we find no reason to have brazed the joint between
the flanges. 1In addition, as stated supra, with respect to
claim2, a skilled artisan would not have been |ed to have
brazed an area containing a liquid gasket. Accordingly, the
rejection of clains 6 and 12 under 35 U S.C. § 103 is
reversed

Turning to claim5, as claim5 depends fromclaim?2, and
Hana does not overcone the deficiencies of JP 313, Sweeny and

Bawa, the rejection of claim5 is reversed.

4 We refer to original figures 1 and 2 of JP 313 which is found on pages
50 and 51 of the docurment. These figures differ from anended Figures 1 and 2,
whi ch appear on page 53 of the docunent.
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The appellants additionally assert (brief, page 8) that
the brazed seal 23 of Sweeny is not identical to or an
equi valent to the disclosed o-ring 5, and under 35 U S.C. §
112, sixth paragraph, the “brazed seal 23 is not within the
scope of the sealing neans recited in claim?2.”

Add footnote re the alternative features of placenent of
t he grooves, openings in the flange or the spacer not in spec
(verify) but are in orig filed clains (verify). GCte MPEP re
need to put lang in clainms in the description in the spec, and
citerule 83 a as failing to fully illustrate the clains. Say
these are formal matters that can be addressed by the exam ner

subseq to the appeal.

CONCLUSI ON

To summari ze, the decision of the exam ner to reject

clainse 2-6 and 8-13 under 35 U S.C. § 103 is reversed.
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REVERSED

JAMVES D. THOVAS
Adm ni strative Patent Judge

BOARD OF PATENT

M CHAEL R FLEM NG APPEALS
Adm ni strative Patent Judge AND
| NTERFERENCES

STUART S. LEVY
Adm ni strative Patent Judge
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